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McCracken & Frank LLP Adds Two New Faces

McCracken & Frank LLP
provided further evidence
of the recovering economy by
adding John L. Ambrogi and
Matthew S. Rudd to the Firm in
the Fall of 2009. Bill McCracken,
managing Partner at McCracken
& Frank noted: “We are very
optimistic about the positive signs
in the U.S. economy and believe
that R&D and, consequently, the
acquisition and protection of
intellectual property are on the
upswing.” McCracken continued:
“John brings with him almost two
decades of intellectual property
law experience and the Firm feels
that John will be able to contribute
his litigation and prosecution
experience  to  help

bolster the depth and

breadth of the

team here at McCracken & Frank.”
With respect to the hiring of Rudd,
McCracken stated: “We are
thrilled that Matt joined the Firm
after his success with us during
his time as a summer associate
and are confident he will continue
to develop his skills to provide the
outstanding service that is the
hallmark of the Firm.”

John L. Ambrogi

John specializes in protecting,
evaluating, enforcing, and defend-
ing intellectual property rights
secured by patents, trademarks,
copyrights, and trade
secrets, both domesti-
cally and internation-
ally. His extensive
experience also
includes serving as a

Matt Rudd, left, and John Ambrogi
recently joined McCracken & Frank
LLP bringing depth and breadth to the
McCracken & Frank team.

co-trial attorney on patent
infringement, trademark infringe-
ment, breach of contract, and
trade secret trials, in addition to
handling preliminary injunction
and TRO hearings for trademark
infringement, trade secret, and
breach of non-compete agree-
ment matters.

John is also involved in all
aspects of litigation and
pre-litigation counseling including
the design of trial strategies,

Continued on Page 8
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n May 22, 2009, the Federal Circuit decided that “absent
O a clear indication of intent to the contrary,” an agreement
licensing the right to “make, use, and sell” a patented product
“inherently includes the right to have it made by a third party ...."*
Thus, under Corebrace v. Star Seismic, a patent license agreement
giving rights to “make, use, and sell” must explicitly exclude “have
made” from its list of rights, or risk having the unintended addition
read in.

Background
CoreBrace owns U.S. Patent 7,188,452 (“the ‘452 patent”),
which is directed to a brace for use in the fabrication of
earthquake-resistant steel-framed buildings. However, before
the original inventor transferred his interest to Corebrace, Star
/ Seismic (“Star”) and the inventor of the ‘452 patent entered into
2\ anon-exclusive license agreement (“License”). Under the terms

'Y\ of the License, Star had the right to “make, use, and sell”

2N\ ) ) _
v licensed products. Star also retained rights to any technological
improvements made “by a third party whose services have been
* contracted by [Star].” However, Star was not permitted to “assign,
sublicense, or otherwise transfer” its rights. Finally, the agreement
expressly reserved “all rights not expressly granted to [Star].”

Star Braces for Suit

Standing on its rights, Star used third party contractors to manu-
facture licensed products for its own use. In response, CoreBrace
sent a letter to Star stating that the License was terminated. On
the same day they sent the letter, CoreBrace sued Star, alleging
that Star’s use of third party contractors constituted a terminal
breach of the License - and that Star’s use of patented products
under the terminated License constituted patent infringement.

In dismissing the suit, the district court made three holdings.
First, it held that “Star did not breach the License by having third-
party contractors make the licensed products” because “a
patent licensee’s right to ‘make’ an article includes the right
to engage others to do all of the work connected with
its production.” Second, the court held that

I\ “even if Star had breached the
L L= License, Corebrace did not
- A properly terminate it because

CoreBrace failed to follow the
License’s termination provi-
sion.” Finally, “because the License was
neither breached nor terminated, Star could
not have infringed the patent under which it
was licensed.”
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Federal Circuit Affirms Star Activity

On appeal, the Federal Circuit affirmed;,
holding that “Star did not breach the License
] by contracting with third parties to have the
“m licensed products made for it,” because “[t]he
@1 right to ‘make, use and sell’ a product inher-
| ently includes the right to have it made by a
.| third party, absent a clear indication of intent

of -

to the contrary.” In support of its decision, the Federal Circuit
noted that “one of our predecessor courts and the California
Supreme Court have both persuasively held that a ‘have made’
right is implicit in a right to make, use, and sell, absent an express
contrary intent.” Still, the court considered these decisions as only
persuasive authority because “[the appropriate law for construing
the terms of a contract is the law of the jurisdiction identified in the
contract, in this case Utah Law.” Nevertheless, since “[n]Jo Utah
Supreme Court case has addressed the scope of a right to ‘make,
use and sell’ a product,” the Federal Circuit felt confident that “the
Utah Supreme Court would ... likely arrive at the same conclusion
were it to consider the issue.”

CoreBrace Crumbles

The court went on to clarify its holding in light of CoreBrace’s
counterarguments. CoreBrace first sought to distinguish the
holding of Carey v. United States, one of the persuasive authorities
relied upon by the Federal Circuit, on the grounds that the license
in Carey was exclusive and included a right to sublicense — two
factors not present in CoreBrace. However, the Federal Circuit
made clear that “the logic of the holding in Carey is not limited to
exclusive licenses or licenses that include a right to sublicense.”
As the court explained: “a right to have made is not a sublicense,”
and “[tlhe distinction between an exclusive license and a nonex-
clusive license has no relevance to how a licensee obtains the
product it is entitled to make, use, and sell.”

Alternatively, CoreBrace argued that “the reservation of rights
clause in the License precludes an interpretation that the License
includes ‘have made’ rights.” In response, the Federal Circuit said
simply: “[w]e disagree.” The court explained that “[b]ecause the
right to ‘make, use, and sell’ a product inherently includes the right
to have it made, *have made’ rights are included in the License and
not excluded by the reservation of rights clause.”

Aftermath

While, under CoreBrace, “[a] grant of a right to ‘make, use, and
sell’ a product, without more, inherently includes a right to have a
third party make the product,” the court went to great lengths to
make crystal clear: parties who show “clear intent . . . in a contract
to exclude ‘have made’ rights can negate what would otherwise be
inherent.” It just so happened that “[i]n this case . . . CoreBrace has
failed to show a clear intent to exclude ‘have made’ rights from the
license.”

Additionally, concerned readers should be cognizant of the
jurisdictional law that controls in their own contract. As the court
was quick to point out, “[tlhe appropriate law for construing the
terms of a contract is the law of the jurisdiction identified in the
contract.” Thus, although CoreBrace may control in the absence of
any jurisdictional case law on point — as was the case in the Tenth
Circuit — some jurisdictions may have contract case law that is
both directly on point and contrary to CoreBrace. Prudent licens-
ees should make sure to expressly include the right to “have
made” in their license agreements; and pragmatic licensors may
consider expressly excluding the same right — just to be safe. Mmr

Corebrace, LLC v. Star Seismic, LLC, No. 2008-1502, slip op. at 6 (Fed Cir. May 22, 2008).

The Role of Experts in Markman Determinations

by Edward M. O’ Toole

The Law

The value of expert testimony was settled in
the original Markman decision by the Federal
Circuit, en banc, in 1995. Specifically, the
Court held that the testimony of a patent
expert was entitled to no deference — being no
more than a legal opinion. 52 F.3d at 983. That
view universally continues to prevail today.

The testimony of a qualified technical expert
in the pertinent art was held to be of a different
stripe, however. As the Court pointed out, a
judge is not usually conversant in the particu-
lar technical art involved, and thus extrinsic
evidence in the form of an expert’s testimony
may be useful. 52F.3d at 986. Four years later,
in Pall v. Hemasure 181 F3d at 1308, the
Federal Circuit held that the same consider-
ations could permit a qualified technical
expert to explain the workings of an accused
device or other patentable subject matter.

Although from time to time there has been
some lofty Federal Circuit language which
seems to denigrate extrinsic evidence in
principle, in contrast, the front line trial courts
have almost uniformly welcomed receipt of
technical experts’ testimony under the condi-
tions described above. In fact, in our experi-
ence with over 200 claim terms construed,
technical expert evidence always has been
allowed.

Tips on Finding Your Technical Expert
Start with making sure your candidate is
qualified in the pertinent art to guard against
motions to disqualify. Your client may be able
to suggest independent and highly respected
people. Also, do a computer subject matter
search for patents and publications in learned

journals and textbooks directed to the
pertinent subject matter. Above all, do not
forget the Internet. Nearly all professors and
consultants have websites that focus on the
fields of their technical concentrations and this
fact can narrow the candidates more
efficiently and cheaply based on the closeness
of their pertinent expertise, their geographical
location, and the prestige of their institutions.
Moreover, candidates who are not available
are frequently willing to identify colleagues
who may be suitable replacements. For
mechanical cases, it is important to select a
person who has had hands-on experience in
the pertinent art. For biotech and related
sciences, the expert is usually selected from
the academic world. In all cases, one must
guard against motions seeking to disqualify
your expert on the ground of lack of sufficient
expertise in the relevant art. In other words,
stay away from “synthetic” experts.

Considerations With Respect to the
Scope and Format of Your Expert’s
Testimony

Your expert should present testimony that is
limited to defining the art and explaining how
the invention, the accused device, and possi-
bly the prior art, work. It should be kept in
mind that the expert’s testimony is not allowed
to challenge or contradict the intrinsic record.
The expert also is not allowed to render any
opinion as to how any claim term should be
construed, although there sometimes can be a
fine line between
what a claim
means in law
and what it

In all cases, one must guard against motions

seeking to disqualify your expert
on the ground of lack of
sufficient expertise in the
relevant art. In other
words, stay away from

“synthetic” experts.

would mean to a person skilled in the art.

The form of the expert’s testimony can vary
from a classic tutorial, to a declaration that is
subject to cross examination, to a declaration
without any oral testimony, or any combination
thereof, depending on the trial judge’s prefer-
ences. This is why it is always important to
ascertain what format the judge finds prefer-
able as soon as possible. As to timing, counsel
should check with the judge as to how much
time will be made available and how it should
be apportioned. Usually, in our experience,
expert testimony can be limited to as little as
two hours up to one day, but seldom longer
than that. Judges are generally leery about the
hearing getting bogged down over extrinsic
evidence for fear it will invade the court’s turf.

One final point, and an important one, is
that trial judges have gotten used to having
bench books made up for them because it
helps them follow the testimony and
arguments. These can take in a wide range of
materials including simple static boards, PC
projected slides, physical models, animations,
or any combination thereof. Judges are
usually very open to counsel’s creativeness as
to use of visual aides. The aides are most often
not admitted into evidence, but the judge
always takes them into chambers. For that
reason, it is also a good idea to provide an
extra copy for the law clerk.







