




Our Approach

Leveraging Intellectual Property Assets in a Difficult Economy

: :  S P O T L I G H T

Innovation & Perspectives  54   www.mccrackenfrank.com

We at McCracken & Frank LLP recognize the uncertainties and difficulties many of our clients are facing during these tough

        economic times.  As part of our efforts to assist our clients in these critical times, we have devised innovative and scalable 

methods of providing top-notch intellectual property advisory services to help our clients maximize value from their intellectual 

property portfolios.  Our suggestions presented herein are just that, because every situation demands action tailored to the 

particular situation.  With this consideration in mind, there are some general approaches that should be considered by companies 

at this time.

 

 We start by realizing that IP assets can be just as valuable, if not more so, when conventional revenue streams are impaired.  

Although capital and resources must be expended up front to obtain and enforce such assets, our strategies provide a lasting 

ROI that helps generate and sustain income over an extended timeframe utilizing a multi-faceted approach.  This approach 

balances the cost/benefit analysis by using a critical eye when evaluating IP assets and takes advantage of our business acumen 

to help you make decisions that reduce uncertainties.

 We hope that the foregoing provides some useful approaches that you can use to bring back a measure of certainty in the IP 

arena.  We are willing to work out alternative fee arrangements with our clients on a case-by-case basis to help reduce uncertain-

ties.  We look forward to discussing your IP challenges with you and ways that McCracken & Frank LLP can assist in your endeav-

ors.  We look forward to an exciting and prosperous future with you.

Identify and Utilize Valuable, Exist-
ing Intellectual Property Assets for 
Revenue Generation
 McCracken & Frank LLP offers 
on-going systematic audits of our 
clients’ current intellectual property 
holdings to determine areas where 
protection should be maintained or 
reduced and identify areas where 
additional protection may be leveraged 
to supplement revenue generation by 
way of licensing or carefully thought 
out litigation options.  Although many 
clients possess an extensive IP portfo-
lio, the sheer volume can sometimes 
cloud the decision-making process 
about which assets to leverage.  These 
audits can more than pay for them-
selves by taking some of the guess-
work out of the decision-making 
process by focusing your attention on 
the 10% of your IP portfolio that can 
provide the maximum revenue.  Non-
traditional search and analysis, for 

example, to monitor competitive activ-
ity in a certain area, may be undertaken 
using up-to-date resources, in addition 
to the more conventional efforts.  The 
result is greater confidence in a 
decision, and a plan for success, even 
when the economy is tempestuous.

Identify and Concentrate on Valu-
able, Yet-to-be Developed Intellec-
tual Property Assets
 There are few things more difficult 
than predicting which potential IP 
assets will become valuable.  It is not 
unusual for companies to take the 
all-too-common “shotgun” approach 
to IP protection, in which the endgame 
is to procure the largest number of 
patents.  McCracken & Frank LLP has 
decades of experience in assisting 
clients with their selections of IP assets 
to pursue.  Our Firm is also capable of 
providing holistic intellectual property 
portfolio management including coor-

dination of domestic and foreign 
intellectual property procurement.  Our 
vast network of experienced foreign 
associates and our access to highly 
developed worldwide technology 
databases help us to obtain the broad-
est and most effective forms of global 
intellectual property protection for our 
clients.  This approach to intellectual 
property procurement greatly improves 
the viability of our clients’ intellectual 
property protection and reduces the 
risk of unenforceability that can arise 
when global intellectual property 
protection is sought in an uncoordi-
nated manner.

Consider Outsourcing to Address 
Headcount
 McCracken and Frank LLP values 
long-term relationships with our clients 
and we are pleased to invest in foster-
ing such relationships by embedding 
our talented corps of professionals

within our clients’ IP areas and/or 
product development groups so that 
issues can be identified and resolved 
early in the product conception cycle.  
Insight and advice at this critical time 
saves valuable resources downstream.

Litigation Need Not Mean That 
Costs are Out of Control
 Has the prospect of litigation made 
budgets meaningless?  For example, 
has your company been sued in an IP 
case and felt that costs are dictated by 
the opponent and/or circumstances 
beyond your control?  We can help 
reduce the anxiety of such situa-
tions by providing highly compe-
tent legal services in a predict-
able manner using a measured 
approach that allows you 
control over your expenses.
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::

William E. McCracken

“Our Firm is capable of providing holistic intellectual property portfolio management including 

coordination of domestic and foreign intellectual property procurement.  Our vast network of 

experienced foreign associates and our access to highly developed worldwide technology 

databases help us to obtain the broadest and most effective forms of global intellectual prop-

erty protection for our clients.  This approach to intellectual property procurement greatly 

improves the viability of our clients’ intellectual property protection and reduces the risk of 

unenforceability that can arise when global intellectual property protection is sought in an 

uncoordinated manner.”
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McCracken & Frank LLP will 
be represented at a variety 
of industry conferences 
throughout the United 
States in the upcoming 
months.  We hope to see 
you there.

:: International Trademark
 Association Annual
 Meeting,
 May 16 - 20, 2009
 Seattle, WA

 

::  American Bar Association
 Annual Meeting
 July 30 - August 4, 2009
 Chicago, IL
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McCracken & Frank Hosts Inter-Firm Lunch Seminar
To Discuss In re Bilski
On February 11, 2009, McCracken & Frank hosted the first of its 2009 series of Inter-Firm Lunch Seminars.  
For this seminar, a presentation entitled “Bilski and Beyond” was given by Thomas P. Riley, partner of 
McCracken & Frank LLP.  The presentation reviewed the Federal Circuit en banc decision in In re Bilski 
regarding statutory subject matter for method patent claims and post-Bilski developments in decisions in 
the courts and at the Board of Patent Appeals and Interferences.  The inter-firm lunch seminars were 
instituted in 2005 by McCracken & Frank to provide a convenient way for the intellectual property commu-
nity to stay abreast of recent developments and other topics of interest in IP law in a congenial and 
informal atmosphere.  For more information about attending future lunch seminars, please contact 
Thomas Riley at triley@mccrackenfrank.com or Ayhan Mertogul at amertogul@mccrackenfrank.com.

McCracken & Frank and FrontPoint Services Host 
IP Seminar
McCracken & Frank was pleased to host an intellectual property seminar on January 27th, 2009, at our 
offices located on the 25th floor at 311 South Wacker Drive in downtown Chicago.  The program was 
conducted by Keith Adams and Mark Dreyer of Frontpoint Services, Inc., which provides intellectual 
property management and planning services.  The seminar, entitled:  “An Introduction to Intellectual 
Property and Licensing 101:  Leveraging Intellectual Property for Gain,” was so well received that it 
extended beyond the scheduled ending time. William E. McCracken, Managing Partner of McCracken & 
Frank, was among the guests at the evening’s presentation.  Any further information regarding the 
program or its sponsor may be directed to Frontpoint Services, Inc., 3303 Royal Fox Drive, St. Charles, IL 
60174, or by contacting Mark Dreyer at markdreyer@frontpointips.com, telephone:  630-443-4599.

thought in the prior case law in favor of the 
flexible middle test which requires interpretation 
of terms such as inadvertence, and reasonable 
steps. If so, this leaves the discloser with a 
substantial burden of dealing with undefined but 
possibly outcome-determinative constructions.

 It is suggested here that an ever more 
commonly used practice of  a Protective Order 
signed by the presiding judge to eliminate FRE 
502 (b) issues may be the better course in appro-
priate situations. See FRE 502 (d) and (e).

 Turning now to the salutary effects of FRE 502, 
The scope of waiver is limited by FRE 502(a) to 
the documents actually produced unless the 
waiver was intentional  or undisclosed docu-
ments relate to the same subject matter. 
However, it is FRE 502 (b) that is of particular 
interest here. It provides that no waiver exists if 
the disclosure is “inadvertent,”  if the discloser 
“took reasonable steps to prevent disclosure,” 
and if the discloser “took reasonable steps to 
rectify the error.” FRE 502(b) sounds a lot like the 
“middle test.” Thus it could be assumed that FRE 
502 trumps the first and second schools of 

Thomas P. Riley leads a discussion on Bilski.
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For the past few years, many employees of McCracken & Frank LLP

  have been involved with the Daniel Murphy Scholarship Fund 

(DMSF).  DMSF is a non-profit organization that was formed in 1989 to 

provide four-year high school scholarships and educational support 

services to economically disadvantaged Chicago eighth-grade students 

who demonstrate academic potential in order to ensure they are 

properly prepared for college.  Today, almost 400 DMSF scholars attend 

40 private and parochial schools in Chicago and 30 of the finest board-

ing schools across the country.  The Fund works with scores of commu-

nity leaders, corporations, foundations and private high schools to grant 

approximately 100 new scholarships each year and to support the education 

needs of its 400 scholars. As of May 2008, DMSF had awarded over 1,500 scholarships.

 DMSF goes well beyond awarding academic scholarships.  The Fund also provides 

educational support for DMSF Scholars throughout high school, including language skills 

training, study skills workshops, tutoring, mentoring and college counseling.  College 

counseling is an integral part of the DMSF program, as most DMSF Scholars are the first 

in their family to attend college.  DMSF also seeks to provide summer jobs, as well as, 

cultural and educational opportunities for its scholars.

 McCracken & Frank LLP partners and employees participate in interviewing eighth grade 

students for selection as DMSF Scholars, and are also involved with DMSF’s mentoring program, 

the DMSF Associate Board, and other DMSF committees.  McCracken & Frank LLP also sponsors 

a yearly scholarship for a DMSF Scholar. 

 If you would like to learn more about DMSF, please visit their website at www.dmsf.org 

or contact Dan Heraty, Director of Development, at dan@dmsf.org.

because they are not physical 
objects or substances, and they 
are not representative of physical 
objects or substances.”  Id. at 
963.

 Finally, turning to the claims at 
hand, the court held that claim 1 
of the Bilski application was not 
drawn to patent-eligible subject 

matter under 35 U.S.C. § 101 
because it did not involve the 
transformation of any physical 
object or substance, or an 
electronic signal representative 
of any physical object or 
substance.  Bilski, 545 F.3d at 
964-66. 

 Clearly, the Bilski decision has 
created much consternation and 
uncertainty upon patent owners 
and applicants as to the validity 

or patentability of claims under 
this new and very restrictive 
regime.  What seems to be most 
ripe for further development is 
the ”elaboration of the precise 
contours of machine implemen-
tation.” The CAFC recently 
remanded a case to the USPTO 
for consideration of this issue in 
the recent (and hotly debated) 
case In re Comiskey, No. 2006-
1286 (Fed. Cir. January 13, 2009), 
which involves a claim directed 

to “[a] system for mandatory 
arbitration.”  The Board of Patent 
Appeals and Interferences has 
already begun to aggressively 
use the Bilski decision to reject 
claims under 35 U.S.C. § 101 
under the “machine” prong of the 
machine-or-transformation test 
in a manner that seems to go 
beyond a strict interpretation of 
Bilski.  However, such analysis is 
best left for a later day, so, stay 
tuned . . . .

and

Bilski: Continued from Page 3
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McCracken & Frank LLP Attorneys Succeed in Patent Infringement Suit Dismissal

311 South Wacker Drive | Suite 2500

Chicago, IL 60606

McCracken & Frank LLP was
        instrumental in the successful 
negotiation of an amicable settle-
ment that resulted in the dismissal 
of a patent infringement suit.

 The case was filed in the South-
ern District of Illinois, where 
McCracken & Frank LLP repre-
sented a multi-national mining 
corporation.  Issues of law in the 
case involved patent infringement, 
trade secret misappropriation, 
anti-trust, unfair competition, and 
false designation of origin.  The 
patent and trade secrets at issue 
were generally directed toward a 
complex chemical engineering 

process involving a hydrometallur-
gical technique used to purify zinc 
compounds from primary or 
secondary sources.

 The parties jointly requested a 
voluntary dismissal without preju-
dice in the action, which was 
granted by the court in December 
of 2008. 

 The McCracken & Frank LLP 
attorneys were William E. 
McCracken (lead counsel), Edward 
M. O’Toole, Nicholas P. Schmid-
bauer, and Nicole A. Bashor. 

: :  EXPANDING HORIZONS

V  2  : :  N O  1  : :  2 0 0 9
INNOVATION & PERSPECTIVES

311 S

From left, William E. McCracken, Nicole A. Bashor, Edward M. 
O’Toole and Nicholas P. Schmidbauer




