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Is this application a CIP? 

Applicant may file an RCE under  
37 CFR 1.114 in this application, 

without a petition: 

 

If an RCE has not been previously 

filed in any of: 

A) this application; 

B) any application whose benefit 

is claimed under 35 USC 120, 

121, or 365(c) in this 

application; or  
C) any application that claims 

the benefit under 35 USC 120, 

121, or 365(c) of this 

application, excluding any 

divisional application and any 

subsequent application claiming 

the benefit of the divisional;  

OR 

If this application is a divisional, or 
a continuation that claims the 

benefit of a divisional, and an RCE 

has not been previously filed in any 

of: 

A) this divisional application; 

B) this continuation application; 

or 

C) any application that claims 

the benefit under 35 USC 120, 

121, or 365(c) of such divisional 
or continuation application, 

excluding any subsequent 

divisional application and any 

application claiming the benefit 

of the divisional. 

Is this a nonprovisional application 

filed on or after August 21, 2007? 

Otherwise, applicant must include a 

petition under 37 CFR 1.114(g) 

with a showing that the 

amendment, argument, or 

evidence sought to be entered 
could not have been submitted 

prior to the close of prosecution in 

this application. 

CAN A CONTINUING APPLICATION BE FILED? 
Assumption:  one or more applications have been filed and an applicant desires to file a new 

continuing application claiming the benefit of at least one of the filed applications. 

Is this a divisional application being 

filed pursuant to a requirement for 

restriction (35 USC 121) or a 

requirement of unity of invention 
(PCT Rule 13)? 

Counting nonprovisional and 

international (designating the U.S.) 

pending or patented applications 

under 35 USC 120, 121, or 365(c), 
does this application attempt to 

claim the benefit of 3 or more 

applications (“application family”)? 

Does this application attempt to 
claim the benefit of a divisional 

application? 

Does this application only 
claim the benefit of the 

divisional application, any 

application the divisional 

claims the benefit of, and any 

intervening applications 

between the divisional and this 

continuing application? 

Are there at least two 

continuation applications that 

already claim the benefit of 

the divisional application? 

Was the most recently filed 

application in the application family 

filed before August 21, 2007? 

Is this application being filed to 

obtain consideration of an 

amendment, argument, or 

evidence that could not have been 

submitted during the prosecution of 

a prior-filed application?  

Applicant must file this application 
as a continuing application with a 

petition and showing under 37 CFR 

1.78(d). Applicant is not allowed to file this as 
a continuing application under the 

new rules.  Consider a stand-alone 

application. 

Y

N

Y

N

Applicant may file this 

application as a continuing 

application, so long as all 

other provisions of 35 USC and 
37 CFR are met. 

Y 

Applicant may file this as a 

continuing application under 

the “one more” continuing 

application exception. 

N

N 

N 
Y 

Y 

Y 

Y

N 

N 

CAN AN RCE BE FILED? 

Y 

37 CFR 1.78(d)(1) exceptions: 

If this application (above) attempts to claim the benefit under 35 USC 120 or 365(c) of: 

(1) an international application in which a Demand and the basic national fee have not been filed; or 
(2) a nonprovisional application abandoned in preexamination with no other benefit claim, 

then this application may claim the benefit of an application in a family having at most 2 other applications. 

 

N 

N 

Y

Add to the application family 

(excluding divisional 

applications and children 

thereof) applications claiming 

the benefit of any previously 

counted applications in the 

application family.  Is the total 
number of family applications 

now 3 or more? 

N

Y 

37 CFR 1.78(a)(1):  A continuing application is a nonprovisional or international (designating the U.S.) application that claims the benefit under 35 USC 120, 121, 

or 365(c) of a prior-filed nonprovisional or international (designating the U.S.) application.  A continuing application can be: a divisional application; a continuation 

application; or a continuation-in-part (CIP) application (but not an RCE). 
37 CFR 1.78(d) and 1.114: Applicants may file, as of right, 2 continuation or CIP applications and 1 RCE in an application family. 

Applicants may file, as of right, 2 continuation applications (but no CIPs) and 1 RCE in a divisional application family. 

Applicants may file, as of right, “one more” continuing application in an application family with all apps. filed before Aug. 21, 2007. 
37 CFR 1.75(b):  Applicants may present, as of right, 5 independent claims and 25 total claims (5/25 claims) in a nonprovisional application. 

Unlimited RCEs may be filed in an 

application family before Nov. 1, 

2007, but will count toward the new 

‘one RCE per application family’ limit 
after Nov. 1, 2007. 

New U.S. Patent Application FlowchartsNew U.S. Patent Application FlowchartsNew U.S. Patent Application FlowchartsNew U.S. Patent Application Flowcharts    
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CONSEQUENCE FOR NON-

COMPLIANCE: The Office will treat 

each application as having the total 
number of claims present in all 

applications for determining 

whether each application exceeds 

the 5/25 claim limit.   

37 CFR 1.75(b)(4). 

 

Is this a nonprovisional application 

filed (or entering the national 

stage) on or after Nov. 1, 2007? 

DUTY TO IDENTIFY  
RELATED APPLICATIONS  
UNDER 37 CFR 1.78(f)(1) 

REBUTTABLE PRESUMPTION 
UNDER 37 CFR 1.78(f)(2) 

Does this application and any other 

pending or patented nonprovisional 

application: 

A) have at least one inventor in 

common;  

B) have ownership by or 

obligations of assignment to the 

same person or entity; and  

C) have filing or priority dates 
on or after Nov. 1, 2007, that 

are the same or within two 

months of each other, or 

does this application have a 

priority date before Nov. 1, 

2007, that is the same as the 

filing or priority date of the 

other application? 

 

Is this a nonprovisional application 

filed (or entering the national 

stage) on or after Nov. 1, 2007? 

EXAMINATION OF CLAIMS 
UNDER 37 CFR 1.75(b) 

A rebuttable presumption shall 

exist that this application contains 

at least one claim that is 

patentably indistinct from at least 

one claim in the other pending or 

patented nonprovisional 

application.   

 
Applicant must either: 

 

1) Rebut the presumption by 

explaining how the claims in each 

application are patentably distinct. 

OR 

2) Submit a terminal disclaimer in 

accordance with 1.321(c) and, if 

the other application is pending 
and not allowed, explain why there 

is good and sufficient reason to 

have two or more pending 

nonprovisional applications with 

patentably indistinct claims. 

Applicant must also cite the other 

pending or patented nonprovisional 

application on PTO Form SB/206 by 

the latest of: 

A) 4 months from the actual 

filing date or the date on which 

the national stage commenced; 

B) 2 months from the mailing 

date of the initial filing receipt; 
or 

C) the presentation date of the 

patentably indistinct claim(s). 

Y

Y

Y

Y

Is this a nonprovisional application 

filed (or entering the national 

stage) on or after Nov. 1, 2007? 

If this application: 

A) contains more than 5/25 claims; 

and 

B) appears to have been 

inadvertently filed without an ESD, 

applicant will receive a notice under 

37 CFR 1.75(b)(3) setting a 2-
month non-extendable time period 

under 37 CFR 1.136(a). 

Y

To avoid abandonment, applicant 

must either: 

 

1) File an ESD in compliance with 

37 CFR 1.265 before a first Office 

action on the merits (FAOM). 

OR 
2) Amend this application to 

contain no more than 5/25 claims. 

If an ESD is filed, it must include: 

A) a preexamination search statement; 

B) a listing of references deemed most 

closely related to the subject matter of 
each claim; 

C) an identification of claim limitations 

disclosed by each reference; 

D) a detailed explanation of patentability; 
and 

E) a showing of support under  
35 USC 112, ¶1. 

Applicant must cite the other 

pending or patented nonprovisional 
application on PTO Form SB/206 by 

the later of: 

A) 4 months from the actual 

filing date or the date on which 

the national stage commenced; 

or 

B) 2 months from the mailing 

date of the initial filing receipt. 

 

 
 

No compliance issues. 

N 

N 

N 

N N 

Does this application and any other 

pending or patented nonprovisional 

application: 

A) have at least one inventor in 

common;  

B) have ownership by or 

obligations of assignment to the 

same person or entity;  

C) have filing or priority dates 
that are the same; and 

D) have substantial overlapping 

disclosure (i.e., if other 

applications have support under 

35 USC 112, ¶1 for at least one 

claim in this application)? 

 

Applicant may present up to 5 

independent claims or 25 total 

claims (5/25 claims) in this 

application without an examination 

support document (ESD). 

If this application contains claims 

to more than one invention, 

applicant may file a suggested 

requirement for restriction (SRR) 

before the earlier of an FAOM or 

restriction requirement. 

 
 

CONSEQUENCE FOR NON-

COMPLIANCE: new double 

patenting rejections may be made 

final in second and subsequent 

Office actions. 

If an SRR is filed: 

If the SRR is accepted, claims to the 

elected invention are examined and non-

elected claims are withdrawn. 
 

If the SRR is not accepted, applicant will 

receive notice setting a 2-month 

nonextendable time period in which, to 
avoid abandonment, applicant must file 

an ESD or amend the application to 
contain no more than 5/25 claims. 

In the absence of good and 
sufficient reasons, the Office may 

require elimination of the 

patentably indistinct claim(s) from 

all but one of the applications.   

37 CFR 1.78(f)(3). 

Compliance Flowcharts for Applications Filed On or After November 1, 2007Compliance Flowcharts for Applications Filed On or After November 1, 2007Compliance Flowcharts for Applications Filed On or After November 1, 2007Compliance Flowcharts for Applications Filed On or After November 1, 2007    
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Is this a pending nonprovisional 

application filed before Nov. 1, 

2007, that has not been allowed? 

DUTY TO IDENTIFY  
RELATED APPLICATIONS  
UNDER 37 CFR 1.78(f)(1) 

REBUTTABLE PRESUMPTION 
UNDER 37 CFR 1.78(f)(2) 

Does this pending application and 

any other pending or patented 

nonprovisional application: 

A) have at least one inventor in 

common;  

B) have ownership by or 

obligation of assignment to the 
same person or entity; and  

C) have filing or priority dates 

that are the same? 

Is this a pending nonprovisional 

application filed before Nov. 1, 
2007, that has not been allowed? 

EXAMINATION OF CLAIMS 
UNDER 37 CFR 1.75(b) 

A rebuttable presumption shall 

exist that this pending application 

contains at least one claim that is 
patentably indistinct from at least 

one claim in the other pending or 

patented nonprovisional 

application(s).   

 

Applicant must either: 

 

1) Rebut the presumption by 

explaining how the claims in each 
application are patentably distinct. 

OR 

2) Submit a terminal disclaimer in 

accordance with 1.321(c) and, if 

the other application(s) are 

pending and not allowed, explain 

why there is good and sufficient 

reason to have two or more 

pending nonprovisional applications 

with patentably indistinct claims. 

Applicant must also cite in this 

pending application the other 

pending or patented nonprovisional 

application on PTO Form SB/206 by 

the latest of: 

A) 4 months from the actual 

filing date or the date on which 

the national stage commenced; 
B) 2 months from the mailing 

date of the initial filing receipt; 

C) the presentation date of the 

patentably indistinct claim(s); or 

D) February 1, 2008. 

Y

Y

In the absence of good and 

sufficient reasons, the Office may 

require elimination of the 

patentably indistinct claim(s) from 

all but one of the applications.   
37 CFR 1.78(f)(3). 

Y

Y

Is this a pending nonprovisional 

application filed before Nov. 1, 

2007, in which a first Office action 

on the merits (FAOM) has not been 

mailed by Nov. 1, 2007? 

If this application: 

A) contains more than 5 

independent claims or 25 total 

claims (5/25 claims); 

B) appears to have been 

inadvertently filed without an 

examination support document 
(ESD); 

C) does not have a suggested 

requirement for restriction (SRR) 

filed; and 

D) has not received a FAOM, 

applicant will receive a notice under 

37 CFR 1.75(b)(3) setting a 2-

month extendable time period (up 

to 6 mos.) under 37 CFR 1.136(a). 

Y

To avoid abandonment, applicant 
must either: 

 

1) File an SRR; 

2) File an ESD in compliance with 

37 CFR 1.265; or 

3) Amend this application to 

contain no more than 5/25 claims. 

If an ESD is filed, it must include: 

A) a preexamination search statement; 
B) a listing of references deemed most 

closely related to the subject matter of 

each claim; 

C) an identification of claim limitations 
disclosed by each reference; 

D) a detailed explanation of patentability; 

and 

E) a showing of support under  
35 USC 112, ¶1. 

Applicant must cite in this pending 

application the other pending or 

patented nonprovisional 

application(s) on PTO Form SB/206 

by the later of: 

A) 4 months from the actual 
filing date or the date on which 

the national stage commenced; 

or 

B) 2 months from the mailing 

date of the initial filing receipt; 

or 

C) February 1, 2008. 

 

 

No compliance issues. 

CONSEQUENCE FOR NON-
COMPLIANCE: The Office will treat 

each application as having the total 

number of claims present in all 

applications for determining 

whether each application exceeds 

the 5/25 claim limit.   

37 CFR 1.75(b)(4). 

 

N 

N 

N 

N N 

Does this pending application and 

any other pending or patented 

nonprovisional application: 

A) have at least one inventor in 
common;  

B) have ownership by or 

obligation of assignment to the 

same person or entity;  

C) have filing or priority dates 

that are the same; and 

D) have substantial overlapping 

disclosure (i.e., if other 

applications have support under 

35 USC 112, ¶1 for at least one 
claim in this application)? 

 

If this application contains claims 
to more than one invention, 

applicant may file a suggested 

requirement for restriction (SRR) 

before the earlier of an FAOM or 

restriction requirement. 

 
 

CONSEQUENCE FOR NON-

COMPLIANCE: new double 

patenting rejections may be made 

final in second and subsequent 

Office actions. 

If an SRR is filed: 

If the SRR is accepted, claims to the 

elected invention are examined and non-

elected claims are withdrawn. 
 

If the SRR is not accepted, applicant will 

receive notice setting a 2-month 

nonextendable time period in which, to 
avoid abandonment, applicant must file 

an ESD or amend the application to 
contain no more than 5/25 claims. 

Compliance Flowcharts for Applications Pending Before November 1, 2007Compliance Flowcharts for Applications Pending Before November 1, 2007Compliance Flowcharts for Applications Pending Before November 1, 2007Compliance Flowcharts for Applications Pending Before November 1, 2007    


